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deposited with the United States Postal Service as 
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Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 2233-1450 on 
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Attached are the following documents: 

- Reply to Examiner's Answer; 

- In re Shetty, 195 USPQ 753 (CCPA 1977); 

- Kloster Speedsteel AB v. Crucible Inc., 230 USPQ 81 (Fed Cir 
1986); 

- In re Rijckaert, 28 USPQ2d 1 955 (Fed Cir 1 993); and 

- In re Spormann and Heinke, 1 50 USPQ 449 (CCPA 1 966). 
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However, the Examiner is authorized to charge any such fee to Deposit Account No. 
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23-3000. 



Respectfully submitted, 



WOOD, HERRON & EVANS, LLP. 
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CERTIFICATE OF MAILING 



I hereby certify that this correspondence is being 
deposited with the United States Postal Service as 
first class mail in an envelope addressed to 
Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 2233-1450 on 




April 23. 2004 
Date 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE BOARD OF PATENT APPEALS 
AND INTERFERENCES 

Ex Parte Gassenmeier et al. 
Appeal No. 



Applicant: Gassenmeier et al. 

Serial Number: 09/800,624 

Filed: March 7, 2001 

Confirmation No.: 7473 

Art Unit: 1761 

Examiner: Wong, Leslie A. 

Title ORGANOLEPTIC COMPOSITIONS: USE OF 3-MERCAPTO 

ALKANOIC ACID ESTERS AS FLAVOR INGREDIENTS 

Attorney Ref. No.: GRISA-710 



Cincinnati, Ohio 45202 April 23, 2004 

Mail Stop Appeal Brief - Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

REPLY TO EXAMINER'S ANSWER 

This is a reply to the Examiner's Answer to Appellants' Brief on Appeal, 
dated April 8, 2004 (Paper No. 0404). 

The Examiner states "The observation of an inherent characteristic 



cannot be basis [sic] for patentability", citing In re Best 195 USPQ 430 and In re 
Jones 1941 CD 686 (applicant is not familiar with the "CD" reference and believes 
the Examiner miscited In re Jones). 

Applicants respectfully disagree with the Examiner's inherency 
rejection. The pending claims are rejected under 35 U.S.C. § 103(a) as obvious. 
However, the inherency of an advantage and its obviousness are entirely different 
questions. That which may be inherent is not necessarily known, and obviousness 
cannot be predicated on what is unknown. In re Shetty 195 USPQ 753, 757 (1977). 

Shetty, like the present application, is a chemical case claiming 
compositions of certain adamantine compounds and methods of using them to curb 
appetite in animals. The prior art taught structurally similar compounds for use as 
antiviral agents. The Patent Office rejected Shetty's claims as obvious, reasoning 
that administering the prior art compounds for an antiviral effect would inherently 
curb appetite. The C.C.P.A. reversed, holding that nothing in the art suggested 
using the structurally similar prior art adamantine to curb appetite until Shetty. 

Other cases hold similarly ("inherency and obviousness are distinct 
concepts". Kloster Speedsteel v. Crucible Inc., 230 USPQ 81, 88 (Fed. Cir. 1986); 
"Obviousness cannot be predicated on what is unknown." In re Rijckaert 28 USPQ2d 
1955, 1957 (Fed. Cir. 1993) citing In re Spormann 150 USPQ 449, 452 (CCPA 
1966)). 

In the present application, the claims are rejected as obvious over 
Chiba, the primary reference, in view of Ashurst. Chiba did not appreciate or 
recognize the chemical's fragrance and flavor properties. For the reasons set forth 
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in Applicants Brief on Appeal, one of ordinary skill in the art would not appreciate or 
recognize what applicant did; namely, that the compounds provided desirable 
flavor/fragrance properties. As set forth in Shetty, that which is inherent in the prior 
art cannot form a proper basis for an obviousness rejection because obviousness 
cannot be based on what is unknown. 
Conclusion 

For the reasons set forth in the Brief on Appeal and this Reply, 
appellants respectfully request that the Board reverse the Examiner's rejection. 



2700 Carew Tower 
441 Vine Street 
Cincinnati, Ohio 45202 
513 241 2324 
513 421 7269 facsimile 



Respectfully submitted, 



WOOD, HERRON & EVANS, L.L.P. 




Beverly A. Lyman, Ph.D. 
Reg. No. 41,961 
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